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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 3, 7, 12-16 rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamamoto et al. (US 6217996). 

3. Regarding claims 1 and 1 3, Yamamoto et al. (hereinafter Yamamoto) teaches a 
process for producing a synthetic resin film, comprising (A) a step of casting (col. 3, line 
10; casting) and applying a composition containing a polymer (col. 3, line 10; polyamide 
solution) and an organic solvent (col. 4, line 17; organic solvent) onto a support (col. 4, 
line 63; support) to form a gel film (col. 4, line 54; polyimide precursor solution 
composition), (B) a step of stripping the gel film and heating the gel film with both ends 
being fixed (col. 4, lines 65; drying step, the solid film can be nipped at both side ends), 
and (C) a step of heating the film with both ends being released after step (B) (col. 4, 
lines 63-65; separated... optionally is further dried), wherein the thickness b of the film 
produced in step (B) and the thickness c of the film produced in step (C) satisfy the 
relationship b>c (col. 7, line 12; Heat shrinkage). Further regarding claim 13, 
Yamamoto teaches the heating temperature in step (B) is lower than that in step (C) 
(col. 4, lines 54-64; dried at 100-200° C... further dried at 25-250°C). 
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4. Regarding claims 3, 7, and 14-15, Yamamoto teaches heating in step (B) is 
performed at a maximum atmospheric temperature of 450° C or lower and heating in 
step (C) is performed at a maximum temperature of 430° C or higher (col. 4, lines 57- 
58; 100-200° C. and col. 5, lines 25-26; 400 to 500° C). 

5. Regarding claims 12 and 16, Yamamoto teaches the synthetic resin film 
comprises a polyimide (col. 5, line 41 ; polyimide film). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claim 2 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamamoto et al. (US 6217996) as applied to claims 1, 3, 7, and 12-16 above. 

9. Yamamoto teaches the elements of claims 1,3,7, and 1 2-1 6 as discussed 
above in the rejection under 35 U.S.C. 102(b). 
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10. Regarding claim 2, Yamamoto teaches heating under tension in the machine 
direction (col. 4, lines 66-67; under a certain tension... or both MD and TD directions 
and col. 5, lines 38-40; heating... under no tension or low tension for relaxation of 
stress) and that the tension is low (see col. 5, lines 38-40; under no tension or low 
tension). However, Yamamoto does not expressly teach the numerical range of the 
tension is 0.1 0 to 1 .50 kg/mm 2 . 

11. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to optimize the range of tension by routine experimentation since the general 
conditions of the claim are disclosed in the prior art. See MPEP 21 44.05 and In re Aller 
220 F2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

12. Claims 3-5 and 8-11 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamamoto et al. (US 6217996) as applied to claims 1-3, 7, and 12-16 above in 
view of Kato et al. (JP 03-055230). 

1 3. Yamamato teaches the elements of claims 1 -3, 7, and 1 2-1 6 as discussed in the 
rejection under 35 U.S.C. 102 (b) and 35 U.S.C. 103(a) above. 

14. Regarding claims 3-5 and 8-1 1 , Yamamoto teaches the element of heating with 
hot air (col. 5. line 22; curing furnace) as discussed above. 

15. Yamamoto does not expressly teach heating with radiant heat rays. 

16. Kato et al. (hereinafter Kato) teaches heating with radiant heat rays and hot air 
(see abstract; IR rays and hot air blowing). 

1 7. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to heat treat a polyimide film as taught by Yamamoto, whether in step (B) or 
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step (C) of the instant invention and in combination or simultaneously, with radiant heat 
rays or hot air as taught by Kato. The rationale to do so would be to improve heat 
treatment efficiency and to prevent a film from occurrence of waviness and wrinkling as 
taught by Kato (see abstract). 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LEE whose telephone number is (571)270- 
771 1 . The examiner can normally be reached on Monday-Thursday, 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on (571)272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. U /Timothy J. Kugel/ 

Examiner, Art Unit 41 22 Primary Examiner, Art Unit 1 796 



